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The MAILING DATE of this communication appears on th cov r shoot with th correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )G3 Responsive to communication(s) filed on 31 December 2003 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) 1-35 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) [3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)ES All b)D Some * c)D None of: 

1 .03 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . The following office action is in reply to Applicants' amendment filed on 3 1 December 
2003. 

Status of Claims 

2. Claims 1-4, 9-10, 12-16, 21, 23-27, and 29-35 have been amended in the same 
amendment. Claims 5-8, 1 1, 17-20, 22, and 28 have been left as originally filed. Therefore 
claims 1-35 are under prosecution in this application. 



Response to Arguments 

3. Applicant's arguments, with respect to the rejection(s)of claim(s) 1-35 under 35 U.S.C. 
102 and 35 U.S.C. 103 have been fully considered and are persuasive. Therefore, the rejection 
has been withdrawn. However, upon further consideration, a new ground(s) of rejection is made 
in view of Roberts, U.S. Patent 5,772510. 

4. Applicant's arguments with respect to claims 1-35 have been considered but are moot in 
view of the new ground(s) of rejection. 
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Double Patenting 

5. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 

6. Claims 1-15, 17 and 32-33 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claim 1-16 and 26-27 of U.S. 
Patent No. 6,457,883. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they recite means or steps that are substantially the same and 
that would have been obvious to one of ordinary skill in the art. 



Claims 1 and 32 essentially repeat most of the features listed in U.S. Patent 6,457,883. 
Claims 1 and 32 of '883 do not recite the limitation of "account means being responsive to the 
account data for selectively accumulating a credit that is allocated to the user and which is 
redeemable by the user for obtaining selected goods and/or services," and the features of the 
dependent claims depending on these claims. 

The omission of an element with a corresponding loss of function is an obvious 
expedient. See In re Karlson, 136 USPQ 184 md Ex parte Rainu, 168 USPQ 375. Instant 
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claims 1 and 32, the deletion of certain elements and the statements in the alternatives would 
have an obvious expedient as above. 

7. A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(b) would overcome 
an actual or provisional rejection on a non-statutory double patenting ground provided the 
conflicting patent is shown to be commonly owned with this application. See 37 CFR 1 .78(d). 



Claim Rejections - 35 USC §102 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



2. Claims 1-4, 7-9, 12-29 and 32-35 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Roberts U.S. Patent 5,772,510. 
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Regarding claims 1 and 32, Roberts discloses a method and system for providing printed 
information to a user including: a user interfaces with an electronic object database containing 
printed media, requests a certain document from the database and then allowing the document to 
be displayed or printed by the user (column 7, lines 5-23). 

An identifier is applied to the printed media such that when the user selects the desired 
document a second printed media is sent to the user from the payment information database 
(column 7, lines 5-23 and Fig. 2A). 

The system also comprises a memory means for storing account data and records of the 
objects the user purchases (column 4, lines8-21 and Fig 8B). 

Claims 2 and 33, both of the databases are accessed through a server connecting the 
databases (column 3, line 56 thru column 4, line 21 and Fig 1). A calculation is based on 
account data for determining the amount of payment that is made to the user (column 4, line 65 
thru column 5, line 23). 

Claims 3 and 4, the server means for constituted by respective hardware and software as 
well as common hardware and/or software (column 3, line 56 thru column 4, line 21 and Fig 1). 

Claim 7, wherein the databases are comprised of different potions of a single database 
(column 3, line 56 thru column 4, line 21 and Fig 1). 
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Claim 8 and 9, the first and second parties are of the same legal entities (column 7, lines 
1-23) and whereupon the second information is derived from a fourth party and the calculation 
means is responsive to account data for determining a financial debit (column 5, line 46 thru 
column 6, line 25). 

Claim 12, the printer module is provided to the user by a third party and the calculation 
unit is responsive to the account data for determining a financial debit to be applied by the third 
party against the first party or by the third party against the second party (column 5, line 46 thru 
column 6, line 25). 

Claim 13, a financial debit is to be applied by the third party against the first party in 
proportion to the number of times second information was obtained by the printer module from 
the first database; and a financial debit to be applied by the third party against the second party in 
proportion to the number of times second information was obtained by the printer module from 
the second database (column 7, lines 45-65). 

Claim 14 and 15, a plurality of printer modules and a corresponding plurality of users and 
the calculation unit it responsive to the central separate memory for determining the number of 
times in total that the first and second databases are accessed by the printer modules (column 4, 
line 22 thru column 5, line 24). 
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Claim 16 and 17, the account means maintains an account balance for the printer module 
and is credited as a function of the number of times the first or second information is accessed 
(column 7, lines 45-65 and Fig. 2A). 

Claim 18-22, the account balance is debited at a predetermined interval and credited as a 
function of the number of times the first or second information is accessed in the preceding 
interval. When the credit balance exceeds a predetermined threshold, the user is eligible to claim 
one or more benefits from the supplier of goods or services (column 5, line 46 thru column 6, 
line 25). 

Claim 23-25, calculation unit to determine payments amounts for first and second parties 
(column 5, line 46 thru column 6, line 25 and Fig. 2b). 

Regarding claims 26 and 34, Roberts discloses a method and system for providing printed 
information to a user including: a user interfaces with an electronic object database containing 
printed media, requests a certain document from the database and then allowing the document to 
be displayed or printed by the user (column 7, lines 5-23). 

An identifier is applied to the printed media such that when the user selects the desired 
document a second printed media is sent to the user from the payment information database 
(column 7, lines 5-23 and Fig. 2A). 

The system also comprises a memory means for storing account data and records of the 
objects the user purchases (column 4, lines8-21 and Fig 8B). 
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A payment determination unit responsive to the account data for calculating an access fee 
to be levied against the user for the user of the printer module (column 5, line 61 thru column 6, 
line 25). 

Claim 27 and 35, a predetermined periodic fee and a variable credit is derived from the 
account data (column 5, line 61 thru column 6, line 25). 

Claim 28-29, account data is a number and the variable credit is derived from a multiple 
of that number and contains a positive value for the access fee (column 5, line 61 thru column 6, 
line 25 and Fig. 2b). 
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Claim Rejections - 35 USC §103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made, 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

4. Claims 5-6, 10-1 1 and 30-31 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Holmes et al. (hereinafter Holmes) U.S. Patent 6,1 19,108. 



Claim 5, Roberts teaches wherein the databases are comprised of different potions of a 
single database (column 3, line 56 thru column 4, line 21 and Fig 1). Roberts fails to specify two 
separate databases. Official Notice is taken that multiple databases in a computer network are 
old and well known in the art. Therefore it would be obvious to anyone of ordinary skill in the 
art, that the teachings of Roberts could be modified to have the information first printed on the 



Application/Control Number: 09/607,844 Page 10 

Art Unit: 3624 

ticket and the required information when the ticket is bought come from separate databases 
because it is an acceptable and efficient manner to query for desired information. 

Claim 6, Roberts teaches that the first and second parties are of the same legal entities 
(column 7, lines 1-23). Roberts fails to teach allowing for separate legal entities. Official Notice 
is taken that allowing for separate legal entities to access printable information is old and well 
known in the art. Therefore it would be obvious to one of ordinary skill in the art that the 
teachings of Roberts could be modified for the separate legal entities to access the system 
because it provides for a more diverse architecture and allows for any desired outside influence. 

Claims 10 and 1 1, Roberts teaches that the first and second parties are of the same legal 
entities (column 7, lines 1-23). Roberts also teaches a memory means for storing account data 
and records of the objects the user purchases (column 4, lines8-21 and Fig 8B). Winnings are 
proportional to the number show on the ticket (column 4, lines8-21 and Fig 8B). Roberts fails to 
teach allowing for separate legal entities. Official Notice is taken that allowing for separate legal 
entities to access printable information is old and well known in the art. Therefore it would be 
obvious to one of ordinary skill in the art that the teachings of Roberts could be modified for the 
separate legal entities to access the system because it provides for a more diverse architecture 
and allows for any desired outside influence. 



Claims 30-31, Roberts teaches a predetermined periodic fee and a variable credit is 
derived from the account data (column 5, line 61 thru column 6, line 25). Roberts fails to teach 
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that the access fee is calculated periodically and that after a user inserts the desired credit a 
selection must be mad within a predetermined period of time. Official Notice is taken that 
periodically changing the fee of terminal and providing periodic time limits to enter a selection is 
old and well known in the art. Therefore it would have been obvious to one of ordinary skill in 
the art to modify the teachings of Roberts to include the ability to periodically calculate fees and 
disabling the terminal if the fee is not paid because it provides safety and security for the user of 
the terminal so that another user accessing the terminal afterwards may not take advantage of a 
previous mishap by a previous customer. 



Requirement for information 

1 . Applicant and the assignee of this application are required under 37 
CFR 1. 105 to provide the following information that the examiner has determined is reasonably 
necessary to the examination of this application. 

The information required is for the purpose of determining potential double patenting for 
the entire pending commonly assigned patent applications cited by the Applicant: 

Applicant is required to supply a copy of the pending claims of each of the cited 
applications. Applicant has indicated in paper number 7, pages 8-9 that each of the cited 
applications may contain related subject matter. 
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This requirement is an attachment of the enclosed Office action. A complete reply to the 
enclosed Office action must include a complete reply to this requirement. The time period for 
reply to this requirement coincides with the time period for reply to the enclosed Office action. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Stefano Karmis whose telephone number is (703) 305-8130. The 
examiner can normally be reached on M-F: 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on (703) 308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





Respectfully Submitted 
Stefano Karmis 

0 1 March 2004 HANI M. KAZJjjB 

PRIMARY EXAMINER 

VINCENT MIIUN _ 
-ECOLOGY CENTER 3600 



